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OFFICE ACTION 

Response to Request for Withdrawal of Finality 

1. Applicant's arguments for the withdrawal of finality of the last Office Action, submitted as 
Paper No. Hon May 18, 2001, has been entered. Said arguments have been fully considered but 
are found unpersuasive. Applicant traverses said finality by asserting (1) the Examiner's improper 
use of a new reference to support a 102 rejection and (2) the Examiner's altered position with 
respect to claim interpretation. 

2. With regard to the first point, it is asserted that two new references were employed in 
response to Applicant's traversal of the Examiner's inherency arguments (Remarks in Amendment 
A, Paper No. 9). U?E? im. 01, Multiple Reference 35 U.S.C. 102 Rejections states th. 

following: 

Normally, only one reference should be used in making a rejection under 35 U.S.C. 
V02 However-, a 35 U.S.C. 102 rejection over multiple references has been held 
to be proper when the extra references are cited to: 
(A) Prove the primary reference contains an "enabled disclosure; 
B) Explain the meaning of a term used in the prima^ reference; or 
(C) Show that a characteristic not disclosed in the reference is inherent. 

m TO SHOW THAT A CHARACTERISTIC NOT DISCLOSED IN THE 

ctact^ristic, such gap in the reference may be filled with recourse to extnnsic 
evSce Su^h evidence must make clear that the missing descnptive matter is 
nlcessU present in the thing described in the reference, and that it would be so 
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recognized by persons of ordinary skill." Continental Can Co USA v. Monsanto 
Co 948 F 2d 1264, 1268, 20 USPQ2d 1746, 1749 (Fed. Cir. 1991) 
T^us, accorcUng to MPEP 2131.01. the Examiner's reliance upon the cited Carpet Substrates and 

Principles of Polymer Systems references is proper in that said references are employed to show 
that a characteristic not disclosed in the 102 reference is inherent. 

3. With regard to the second point, it is asserted that the new rejection of claims 58, 59, and 
61 as being anticipated by the cited Ervin and French patents (section 6 of Final Rejection Office 
Action) was a direct result of Applicant's amendment to claim 58. MPEP 706.07(a) Final 
Rejection, When Proper on Second/ ^cno« states the following: 

Under present practice, second or any subsequent actions on the merits shall be 
final except where the examiner introduces a new ground of rejection that is 
neither necessitated by applicant's amendment of the claims nor based on 
information submitted in an information disclosure statement filed dunng the 
period set forth in 37 CFR 1 .97(c) with the fee set forth m 37 CFR 1 .17(p). 

The new rejection of said claims was necessitated by Applicant's amendment to the claims. 

TTierefore, the finality of the Office Action is proper. The change in interpretation of said claims 

with respect to the new art is inelevant to the issue of finality. 

Conclusion 

4. Any inquiry concerning this communication or earUer communications from the examiner 
should be directed to Cheryl Juska whose telephone number is (703) 305-4472. If attempts to 
reach the examiner by telephone are unsuccessful, the examiner's supervisor, Terrel Morris, can be 
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reached at (703) 308-2414. The official fax number for this TC 1700 is (703) 872-9310 and, for 
After Final communications, (703) 872-93 11. 
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